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— TTie MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 



1 )(2S) Responsive to communication(s) filed on 23 May 2004 . 
2a)[X] This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1-14,31,32 and 34-41 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) EI Claim(s) 1-14,31,32 and 34-41 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Response to Amendment 

Applicant's "Amendment under 37 CFR 1.111" has been considered. 

Applicant's response by virtue of amendment to claims 1-14, and 31-32 has 
overcome the Examiner's rejection of such claims under 35 USC 112, second 
paragraph. 

Claims 1-4, 6-8, 11-14, and 31-32 have been amended. Claims 15-30 and 33 
are canceled. New claims 34-41 have been added. Claims 1-14-31-32, and 34-41 
remain pending in this application. 

Claim Objections 

Claim 41 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. It appears claim 41 repeats 
part of the recitation in claim 40. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1-2, 5-6, 9, 11, 14, and 31-32 are rejected under 35 U.S.C. 102(e) as 
being anticipated by U.S. Patent No. 6,101,483 to Petrovich et al. 

Regarding claims 1-2, 5-6, 9, 11, and 31-32, Petrovich discloses an information 
service providing method for providing an information service to a plurality of information 
terminals through communication line comprising: receiving a request from the 
information terminal through a first communication line (home personal computer 68, 
col. 6, lines 9-1 1 ; col. 9, lines 40-50); sending a reply to the request to the information 
terminal through at least one of said first communication (home personal computer) and 
a second communication line (portable terminal 40) which is different from the first 
communication line, depending on a content of the said request (col. 11, lines 18-25, 
Figure 1). Furthermore, Petrovich disclose a first information terminal (home computer); 
and a second information terminal (portable terminal); and an information providing 
apparatus (host computer 16) for sending the desired information to the information 
terminal through a second communication line, col. 9, lines 12-25). Moreover, Petrovich 
discloses the first communication line includes an Internet line (Internet, col. 4, lines 4- 

5 )- 

Regarding claim 14, Petrovich discloses a mobile communication terminal 
(portable terminal 40). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3, 7, and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,101,483 to Petrovich et al. Although the 
reference is silent to the particular communication line, it would have been obvious to 
one of ordinary skill in the art to have provided the communication line already disclosed 
by Petrovich to have been a communication line capable of performing temporary 
communication, such communication line would have been recognized by the skilled 
artisan as being one of numerous communication line suitable for communicating. 
Moreover, applicant has not persuasively demonstrated that the particular 
communication line is critical or is anything more than one of the numerous 
communication lines that the skilled artisan would have found suitable for the purpose 
taught by Petrovich. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to provide a communication line capable of 
performing temporary communication, such as the communication line taught in 
Petrovich, for the purpose of having a two-way communication. 

Claims 4, 8, 10 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,101,483 to Petrovich et al. in view of U.S. 
Patent No. 5,983,100 to Johansson et al. 

Regarding claims 4, 8, and 13, Petrovich substantially discloses the claimed 
invention, however, it does not explicitly disclose the switched subscriber line for 
governing telephone communication. Petrovich discloses a portable terminal which 
includes a wireless transceiver which is coupled to the memory and which is configured 
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for wireless communication with the optional at least one wireless multi-access point 
when a user of the system takes the portable terminal into a shopping establishment 
(col. 5, lines 9-14). 

* 

Johansson, on the other hand, discloses the switched subscriber line for 
governing telephone communication (col. 6, lines 31-41; col. 8, lines -13). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the method, system, terminal, and apparatus 
of Petrovich, to include the switched subscriber line for governing telephone 
communication, as taught by Johansson, in order to provide a two-way communication 
device which are selectable operable to communicate with each other (Johansson, col. 
3, lines 27-29). 

, Regarding claim 10, Petrovich substantially discloses the claimed invention, 
however, it does not disclose short-range radio interface. Petrovich discloses a portable 
terminal which includes a wireless transceiver which is coupled to the memory and 
which is configured for wireless communication with the optional at least one wireless 
multi-access point when a user of the system takes the portable terminal into a 
shopping establishment (col. 5, lines 9-14). 

Johansson, on the other hand, discloses the short-range interface (col. 6, lines 
31-41). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the method, system, terminal, and apparatus 
of Petrovich, to include the short-range interface, as taught by Johansson, in order to 
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provide a two-way communication device which are selectable operable to 
communicate with each other (Johansson, col. 3, lines 27-29). 

Claims 34-41 rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 6,101,483 to Petrovich et al. in view of U.S. Patent No. 5,602,916 to 
Grube et al. Petrovich substantially discloses the claimed invention, however, it does 
explicitly disclose the request is directed to information, which is to be at least one of 
served from and prevented from being monitored by others. Petrovich discloses a 
system and method comprising a host computer; a shopping establishment kiosk 
cradle; a portable terminal; and a home cradle which includes a home portable terminal- 
receiving station and a home data interface which is associated with the home portable 
terminal-receiving station (col. 2, lines 15-20; col. 2, lines 37-40). The portable terminal 
contains intrinsic identifying indicia to identify the user (col. 2, lines 54-55). The 
portable terminal is used in the home and the data associated with the barcodes is 
transferred to the data interface of the home portable terminal receiving station, host 
computer can send at least one verification query to home cradle in order to verify at 
least one of correctness and validity of an order which is based on the shopping list data 
(col. 9, lines 12-18). The step of sending the verification query can include sending the 
verification query as a human language audible query to the telephone which is coupled 
to the home cradle and can include sending the verification query as a signal which 
triggers visual display of the verification information on display of portable terminal. The 
verification query process can also include caller identification to prevent theft of goods 
and/or services. (Col. 9, lines 18-26) The verification queries can include final price and 
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confirmation of the user's order (col. 11, lines 19-20). The verification queries can be 
sent in written form to display of portable terminal or to separate home computer in 
order to save time for the user (col. 11, lines 21-24). 

Grube, on the other hand, teaches the request is directed to information, which is 
to be at least one of secured from and prevented from being monitored by others 
(abstract; col. 2, lines 39-57; col. 3, lines 31-58). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to modify the method, system and apparatus of 
Petrovich, to include the request is directed to information, which is to be at least one of 
secured from and prevented from being monitored by others, as taught by Grube, in 
order to prevent unauthorized reception or monitoring of wireless data transmission 
(Grube, col. 2, lines 18-19; col. 2, lines 40-41). 

Response to Arguments 

Applicants arguments filed May 23, 2005 have been fully considered but they are 
not persuasive. 

Applicant remarks that "Petrovich does not disclose or suggest "receiving a 
request from said information terminals through a first communication line; and sending 
a reply to the request to the information terminal through at least one of said first 
communication line and a second communication line, which is different from said first 
communication line, depending on a content of said request ". 

The Examiner notes that Petrovich does disclose or suggest "receiving a request 
from said information terminals through a first communication line; and sending a reply 
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to the request to the information terminal through at least one of said first 
communication line and a second communication line, which is different from said first 
communication line, depending on a content of said request ". Petrovich discloses a 
personal shopping system for combined use in both the home of the user and at least 
one shopping establishment (col. 2, lines 13-15). The system includes a host computer 
coupled to a host modem; and a shopping establishment kiosk cradle; a portable 
terminal which comprises a two-way data interface configured to read bar codes 
associated with items related to shopping; and a home cradle which includes a home 
portable terminal-receiving station and a home data interface which is associated with 
the home portable terminal-receiving station (col. 2, lines 15-20; col. 2, lines 37-40). 
The portable terminal contains intrinsic identifying indicia to identify the user (col. 2, 
lines 54-55). The portable terminal is used in the home and the data associated with 
the barcodes is transferred to the data interface of the home portable terminal receiving 
station, host computer can send at least one verification query to home cradle in order 
to verify at least one of correctness and validity of an order which is based on the 
shopping list data (col. 9, lines 12-18). The step of sending the verification query can 
include sending the verification query as a human language audible query to the 
telephone which is coupled to the home cradle and can include sending the verification 
query as a signal which triggers visual display of the verification information on display 
of portable terminal. The verification query process can also include caller identification 
to prevent theft of goods and/or services. (Col. 9, lines 18-26) The verification queries 
can include final price and confirmation of the user's order (col. 11, lines 19-20). The 
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verification queries can be sent in written form to display of portable terminal or to 
separate home computer in order to save time for the user (col. 1 1 , lines 21-24). 

Such system comprising host computer, kiosk cradle, portable terminal, and 
home cradle, wherein the portable terminal is used in the home and the data associated 
with the barcodes is transferred to the data interface of the home portable terminal 
receiving station, host computer can send at least one verification query to home cradle 
in order to verify at least one of correctness and validity of an order which is based on 
the shopping list data; sending the verification query can include sending the verification 
query as a human language audible query to the telephone which is coupled to the 
home cradle and can include sending the verification query as a signal which triggers 
visual display of the verification information on display of portable terminal; and sending 
the verification queries in written form to display of portable terminal or to separate 
home computer in order to save time for the user are considered "receiving a request 
from said information terminals through a first communication line; and sending a reply 
to the request to the information terminal through at least one of said first 
communication line and a second communication line, which is different from said first 
communication line, depending on a content of said request". 

The Examiner notes that the claim was given the broadest reasonable 
interpretation in an effort to reduce the possibility that these claims, once issued, will be 
interpreted more broadly than is justified. See In re Prater, 415 F2.d 1393, 1404-05, 
162 USPQ 541, 550-551 (CCPA 1969). 
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Applicant remark "that whether the information can be sent by voice or in written 
form to be displayed in order to save the user time is not the same or comparable to the 
claimed content of the Request' itself (e.g. a request for a password or other information 
to be prevented from being monitored by others)". 

The Examiner notes that Petrovich discloses the request itself, as discussed 
above. In response to applicant's remark that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., a request for a password or other information to be prevented from being 
monitored by others) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant remarks that "Petrovich does not disclose or suggest sending a request 
signal for requesting desired information through from an information terminal through a 
first communication line, and on the other hand, sending the desired information back to 
the information terminal through a second communication line in response to the 
request signal received through the first communication line". 

The Examiner notes that Petrovich "discloses or suggests sending a request 
signal for requesting desired information through from an information terminal through a 
first communication line, and on the other hand, sending the desired information back to 
the information terminal through a second communication line in response to the 
request signal received through the first communication line". The system includes a 
host computer coupled to a host modem; and a shopping establishment kiosk cradle; a 
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portable terminal which comprises a two-way data interface configured to read bar 
codes associated with items related to shopping; and a home cradle which includes a 
home portable terminal-receiving station and a home data interface which is associated 
with the home portable terminal-receiving station (col. 2, lines 15-20; col. 2, lines 37-40). 
The portable terminal is used in the home and the data associated with the barcodes is 
transferred to the data interface of the home portable terminal receiving station, host 
computer can send at least one verification query to home cradle in order to verify at 
least one of correctness and validity of an order which is based on the shopping list data 
(col. 9, lines 12-18). The step of sending the verification query can include sending the 
verification query as a human language audible query to the telephone which is coupled 
to the home cradle and can include sending the verification query as a signal which 
triggers visual display of the verification information on display of portable terminal. The 
verification query process can also include caller identification to prevent theft of goods 
and/or services. (Col. 9, lines 18-26) The verification queries can be sent in written form 
to display of portable terminal or to separate home computer in order to save time for 
the user (col. 1 1 , lines 21-24). 

Such portable terminal which is used in the home and the data associated with 
the barcodes is transferred to the data interface of the home portable terminal receiving 
station, host computer can send at least one verification query to home cradle in order 
to verify at least one of correctness and validity of an order which is based on the 
shopping list data; sending the verification query can include sending the verification 
query as a human language audible query to the telephone which is coupled to the 
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home cradle and can include sending the verification query as a signal which triggers 
visual display of the verification information on display of portable terminal; and sending 
the verification queries in written form to display of portable terminal or to separate 
home computer in order to save time for the user are considered "sending a request 
signal for requesting desired information through from an information terminal through a 
first communication line, and on the other hand, sending the desired information back to 
the information terminal through a second communication line in response to the 
request signal received through the first communication line". 

The Examiner notes that the claim was given the broadest reasonable 
interpretation in an effort to reduce the possibility that these claims, once issued, will be 
interpreted more broadly than is justified. See In re Prater, 415 F2.d 1393, 1404-05, 
162 USPQ 541, 550-551 (CCPA 1969). 

Applicant remarks that "Petrovich clearly does not, however, disclose or suggest 
or even contemplate sending a request through a first communication line and then 
sending a response through a second (different) communication line, in order to provide 
secure information service". 

The Examiner notes that Petrovich discloses the "sending a request through a 
first communication line and then sending a response through a second communication 
line", as discussed above. In response to applicant's remark that the reference does not 
disclose or suggest to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., secure information) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
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limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant further remarks that "Petrovich also does not disclose, suggest or even 
contemplate the novel and unobvious features of the claimed invention, which are 
capable of providing high security information services". 

In response to applicant's remark that the reference does not disclose or suggest 
to show certain features of applicant's invention, it is noted that the features upon which 
applicant relies (i.e., high security information services) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Applicant remarks that " Johnson does not make up for the deficiencies of 
Petrovich. For example Johansson also does not disclose or suggest at least "receiving 
a request from said information terminals through a first communication line; and 
sending a reply to the request to the information terminal through at least one of said 
first communication line and a second communication line, which is different from said 
first communication line, depending on a content of said request ". 

The Examiner notes that Petrovich was cited for disclosing the "receiving a 
request from said information terminals through a first communication line; and sending 
a reply to the request to the information terminal through at least one of said first 
communication line and a second communication line, which is different from said first 
communication line, depending on' a content of said request", as discussed above. The 
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Examiner then turns to Johansson, which was cited for teaching the switched subscriber 
line for governing telephone communication. 

Applicant remarks that Examiner has not reached the issues of motivation to 
combine these references or the combinability of these references". 

In response to applicant's remark that the Examiner has not reaches issues of 
motivation to combine these references, the examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1,992). In this case, 
the motivation was found in Johansson, col. 3, lines 27-29. 

Conclusion 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marissa Thein whose telephone number is 571-272- 
6764. The examiner can normally be reached on M-F 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alex Kalinowski can be reached on 571-272-6771. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Mtot 

August 1, 2005 




